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DETAILED ACTION 

Election/Restrictions 

Application's election of Group II, Claims 6-8, drawn to a process of 
manufacturing a high silicon stainless steel with specific grain size, in the reply filed on 
7/1/201 1 is acknowledged without traverse (MPEP 818.03(a)). Claims 1-5 and 9-15 are 
withdrawn as non-elected claims; and Claims 6-8 remain for examination, wherein 
claims 6 and 7 are independent claims. 



Claim Rejections - 35 USC § 1 12 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. A broad range or limitation together with a narrow 
range or limitation that falls within the broad range or limitation (in the same claim) is 
considered indefinite, since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. See MPEP § 21 73.05(c). Note the explanation 
given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031 , 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render 
a claim indefinite by raising a question or doubt as to whether the feature introduced by 
such language is (a) merely exemplary of the remainder of the claim, and therefore not 
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required, or (b) a required feature of the claims. Note also, for example, the decisions 
of Ex parte Steigewald, 131 USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. 
App. 1948); and Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present 
instance, claims 6-8 recites the broad recitation "a master alloy", and the claim also 
recites "a high silicon stainless steel" which is the narrower statement of the 
range/limitation. The Applicant has not provided evidence to be able to manufacture a 
high silicon stainless steel from any master alloy (a master alloy may not even 
necessary to be a ferrous alloy). 

Claims 6-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In the instant case, the Applicant uses term "high 
silicon stainless steel", the term "high" is a relative term which renders the claim 
indefinite. The term "high" is not defined by the claim, the specification does not provide 
a standard for ascertaining the requisite degree, and one of ordinary skill in the art 
would not be reasonably apprised of the scope of the invention. 

Claims 6-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In the instant case, the Applicant uses term "later 
dropped" (claims 6 and 7) or "later changed" (claim 7), the term "later" is a relative term 
which renders the claim indefinite. The term "later" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
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of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lyon 
(US 3,055,1 04, hereafter US'104) in view of Murata et al(JP 04063247A with English 
abstract, hereafter J P'247). 

Regarding claims 6-8, US'104 teaches a process of preparing 
steel blanks especially suitable for drawing (Col.l, lines 10-15 
of US'104) by flattening the ingot piece between the pressing 
die members (Fig. 2, 4, and 5, and Col. 3, lines 34-44 of US'104), 
which reads on the forging process with an impact load and/or a 
static load for manufacturing steel alloy as recited in the 
instant claims. US'104 does not specify the high silicon content 
in the alloy. JP'247 teaches a process for manufacture a high 
strength and high ductility stainless steel with high Si (1.0- 
7.0wt%Si) content (Abstract of JP'247). Therefore, It would have 
been obvious to one of ordinary skill in the art at the time the 
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invention was made to apply the high-silicon stainless steel for 
the process of US' 104 because JP'247 discloses that the high-Si 
steel is suitable for hot plastic deformation (Table 2 of 
JP'247). US' 104 teaches introducing the ingot piece with 
temperature range between 2000 and 2300°F (about 1093-1260°C- 
noted by the Examiner) , which read on the loading step for 
forging as recited in the instant claims. The loading 
temperature range of 1093-1260°C taught by US' 104 overlaps the 
claimed surface temperature range of 1100°C or higher as recited 
in the instant claims 6 and 7, which is a prima facie case of 
obviousness. SEE MPEP 2144.05 I. It would have been obvious to 
one of ordinary skill in the art at the time the invention was 
made to select the claimed temperature range as recited in the 
instant claims 6 and 7 from the temperature range disclosed by 
US' 104, because US' 104 in view of JP'247 discloses the same 
utility throughout the disclosed ranges. US' 104 teaches that the 
pressed pieces have become heated enough to avoid lowering the 
temperature of the flattened disk blank unduly, which reads on 
the limitation of dropping the temperature not so low as to 
break the high-silicon stainless steel as recited in the instant 
claims 6-7. US' 104 teaches applying pressing die at temperature 
1300°F to 1400°F (about 704-760°C-noted by the examiner), which 
reads on the second loading process as recited in the instant 
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claims 7 and 8. US '104 does not specify the second loading 
temperature range from 850 to 1050°C as recited in the instant 
claim 7, however, the second loading temperature range is 
recognized as a result-effective variable in term of forging 
result as evidenced by JP'247. JP'247 provides different 
secondary deformations for high-Si stainless steel under 
different operation temperatures to obtain different forging 
results (Table 2 and Fig. 1-2 of J' 247). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the 
invention was made to optimize the result-effective variable, 
that is temperature for the second forging operation as 
demonstrated by JP'247 in the process of US' 104 in order to 
obtain the forged steel with the desired properties (Table 2 and 
Fig. 1-2 of JP'247). US'104 teaches refining the grain size of 
the steel (Fig. 9 and Col. 4, lines 46-74 of US'104) and JP'247 
further teaches to control the grain size by forging to obtain 
fine grains of less or equal to ljum (Abstract and Fig. 2 of 
JP' 247), which is within the claimed grain size range of 15(xm or 
less as recited in the instant claims. 

Still regarding claim 8, US'104 teaches gradually 
compressing and flatten (Col. 3, lines 45-53 of US'104) and 
US'104 teaches the temperature of second loading is lower than 
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the temperature of the first loading (claims 2 and 4 and Col. 4, 
lines 11-38 of US' 104), which reads on the limitation that a 
lowest surface temperature of each second loading application 
step is lower than a lowest surface temperature for a previous 
step as recited in the instant claim. JP'247 provides evidence 
to show obtaining smaller grain size with forging at lower 
temperature range (Fig. 2 of JP'247). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the 
invention was made to control the secondary forging temperature 
according to the desired grain size as demonstrated by JP'247 in 
the process of US' 104 in order to obtain the forged steel with 
the desired properties (Table 2 and Fig. 1-2 of JP'247). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jie Yang whose telephone number is 571-2701884. 
The examiner can normally be reached on IFP. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-2721244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/Jie Yang/ 

Patent Examiner, Art Unit 1733 



